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I. REAL PARTY IN INTEREST 

The real party in interest is the assignee, Ultracard, 
Inc., pursuant to the Assignment recorded in the U.S. Patent 
and Trademark Office on February 9, 2000 on Reel 010560, 
Frame 761. 

II, RELATED APPEALS AND INTERFERENCES 

Based on information and belief, there are no other 
appeals or interferences that could directly affect or be 
directly affected by or have a bearing on the decision by the 
Board of Patent Appeals in the pending appeal. 

Ill, STATUS OF CLAIMS 

Claims 1-40 and 66-76 are pending. 
Claims 1-18, 23-40 and 66-74 stand rejected. 
Claims 19-22, 75 and 76 are objected to. 
Claims 1-18, 23-40 and 66-74 are appealed. 
Claims 1-40 and 66-76 are listed in the Claims Appendix 
(below) . 

IV, STATUS OF AMENDMENTS 

Appellant filed an Amendment In Response to First 
Office Action on January 16, 2 004. This Response, which was 
considered by the Examiner, provided amendments that were 
apparently entered by the Examiner based on the Examiner's 
mention of the Amendment in the Final Office Action dated 
September 15, 2004. 
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V. SUMMARY OF THE CLAIMED SUBJECT MATTER 



This appeal involves independent Claims and the subject 
matter of these claims finds exemplary support in the 
specification and drawings as follows: 



Claim 1 



SUBJECT 


MATTER 




SPECIFICATION 


DRAWINGS 














1 . A portaJDl 


e card 




-page 


97, 


line 9 to page 98, 


-Figs 


. 60 
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line 
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-page 


98, 
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to page 
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. 63 
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-page 
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-page 
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to page 
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to page 
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to page 
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-Fig. 
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-Fig. 
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-page 
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o page 98, 
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3042) 



-page 97, line 9 to page 98, 
line 13 (member 986) 
-page 98, line 14 to page 

99, line 3 (members 1030, 
1032 and 1034) 

-page 99, lines 6 to 17 
(members 1066, 1068 and 
1070) 

-page 99, line 18 to page 

100, line 14 (member 1088) 
-page 100, line 15 to page 

104, line 4 (member 2004) 
-page 104, line 15 to page 

105 , line 15 (on layers 
2042,2044) 

-page 105, line 16 to page 

106, line 2 (on layers 
2062,2066,2064,2068) 
-page 106, line 3 to page 

106, line 17 (on layers 
2072, 2074) 

-page 106, line 18 to page 

107, line 2 (member 3010) 
-page 107, line 3 to page 
107, line 11 (members 3030 
and 3032) 

-page 107, line 12 to page 
107, line 21 (member 3050 
and 3052) 



an accessible embedded 
storage member having at 
least one layer of storage 
material for storing 
information enclosed by 
said substrate, said 
storage member and said 
substrate being adapted to 
be transported relative to 
each other to expose at 
least a portion of said 
storage member to 
facilitate processing of 
stored information and for 
embedment of said storage 
member within said 
substrate . 



-Figs. 60(A) 
to 62 

-Figs. 63(A) 
and 63 (B) 

-Figs. 63(C) 
and 63 (D) 

-Figs. 64(A) 
to 64 (C) 
-Figs. 65(A) 
to 66(1) 
-Figs. 67(A) 
to 67 (C) 

-Figs. 68(A) 
to 68(C) 

-Figs. 69(A) 
and 69(B) 

-Figs. 70 and 
71 

-Fig. 72 



-Fig. 73 



Claim 6 



SUBJECT MATTER 



SPECIFICATION 



-page 97, line 9 to page 98, 

line 13 (card 980) 

-page 98, line 14 to page 

99, line 3 (card 1020) 
-page 99, lines 6 to 17 
(card 1060) 

-page 99, line 18 to page 

100, line 14 (card 1080) 
-page 100, line 15 to page 

104, line 4 (card 2000) 
-page 104, line 15 to page 

105, line 15 (card) 

-page 105, line 16 to page 

106, line 2 (card 2058) 
-page 106, line 3 to page 

106, line 17 (card 2070) 
-page 106, line 18 to page 

107, line 2 (card 3000) 
-page 107, line 3 to page 



DRAWINGS 



6 . A portable card adapted 
to interact with a data 
processing station when 
the portable card and the 
data processing station 
are moved relative to each 
other, comprising: 



-Figs. 60 
to 62 
-Figs. 63 
and 63 (B) 
-Figs. 63 
and 63 (D) 
-Figs. 64 
to 64 (C) 
-Figs. 65 
to 66(1) 
-Figs. 67 
to 67 (C) 
-Figs. 68 
to 68 (C) 
-Figs. 69 
and 69(B) 
-Figs. 70 
71 

-Fig. 72 



(A) 
(A) 
(C) 
(A) 
(A) 
(A) 
(A) 
(A) 
and 
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107, line 11 (card 3020) 
-page 107, line 12 to page 
107, line 21 (card 3040) 



-Fig. 73 



a substrate having a 
predetermined shape; and 



-page 97, line 9 to page 98, 
line 13 (substrate 982) 
-page 98, line 14 to page 

99, line 3 (substrate 1026) 
-page 99, lines 6 to 17 
(substrate 1064) 

-page 99, line 18 to page 

100, line 14 (substrate 
1084) 

-page 100, line 15 to page 

104, line 4 (substrate 2002) 
-page 104, line 15 to page 

105, line 15 (substrate 
layers 2042,2044) 

-page 105, line 16 to page 

106, line 2 (substrate 
layers 2062,2066,2064,2068) 
-page 106, line 3 to page 

106, line 17 (substrate 
layers 2072, 2074) 

-page 106, line 18 to page 

107, line 2 (substrate 3004) 
-page 107, line 3 to page 
107 , line 11 (substrate 
3024) 

-page 107, line 12 to page 
107, line 21 (substrate 
3042) 



-Figs. 60(A) 
to 62 

-Figs. 63(A) 
and 63 (B) 
-Figs. 63(C) 
and 63 (D) 
-Figs. 64(A) 
to 64 (C) 

-Figs. 65(A) 
to 66(1) 
-Figs. 67(A) 
to 67 (C) 

-Figs. 68(A) 
to 68 (C) 

-Figs. 69(A) 
and 69(B) 

-Figs. 70 and 
71 

-Fig. 72 



-Fig. 73 



an accessible embedded 
storage member enclosed 
within said substrate, 
said accessible storage 
member having at least one 
layer of storage material 
for storing information in 
a predetermined format for 
processing by a data 
processing station, said 
storage member and said 
substrate being adapted to 
be transported relative to 
each other to expose at 
least a portion of said 
storage member to a data 
processing station to 
facilitate processing of 
stored information and for 
embedment of said storage 
member within said 
substrate . 



-page 97, 
line 13 ( 
-page 98, 

99, line 
1032 and 
-page 99, 
(members 
1070) 
-page 99, 

100, line 
-page 100 
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105, line 
2042,2044 
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106, line 
2062, 2066 
-page 106 
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-page 106 
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-page 107 
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-page 107 
107, line 
and 3052) 
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line 14 to page 
3 (members 103 0, 
1034) 

lines 6 to 17 
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line 18 to page 
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line 15 to page 
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) 

, line 16 to page 
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,2064,2068) 
, line 3 to page 

17 (on layers 
4) 

, line 18 to page 
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line 3 to page 
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line 12 to page 
21 (member 3050 



-Figs. 60(A) 
to 62 

-Figs. 63(A) 
and 63 (B) 

-Figs. 63(C) 
and 63 (D) 

-Figs. 64(A) 
to 64 (C) 
-Figs. 65(A) 
to 66(1) 
-Figs. 67(A) 
to 67 (C) 

-Figs. 68(A) 
to 68 (C) 

-Figs. 69(A) 
and 69(B) 

-Figs. 70 and 
71 

-Fig. 72 



-Fig. 73 
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SUBJECT MATTER 


SPECIFICATION 
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-page 97, line 9 to page 98, 


-Figs. 60(A) 


reinsertable accessible 


line 13 (member 986) 
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embedded storage member 


-page 98, line 14 to page 


-Figs. 63(A) 
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of storage material for 
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storing information 


-page 99, lines 6 to 17 


-Figs . 63 (C) 


enclosed by said 


(members 1066, 1068 ana 


and 63 (D) 


substrate, said storage 


1070) 




member and said substrate 


-page 99, line 18 to page 


-Figs . 64 (A) 


being adapted to be 


100, line 14 (member 1088) 


to 64 (C) 


transported relative to 


-page 100, line 15 to page 


-Figs . 65 (A) 


each other to remove and 


104, line 4 (member 2004) 


to 66(1) 


expose at least a portion 


-page 104, line 15 to page 


-Figs . 67 (A) 


of said storage member to 


105, line 15 (on layers 


to 67(C) 


facilitate processing of 


2042,2044) 




stored information by a 


-page 105, line 16 to page 


-Figs . 68 (A) 


data processing station 


106, line 2 (on layers 


to 68 (C) 


and for embedment of said 


2 062 ,2066, 2064, 2068) 




storage member within said 


-page 106, line 3 to page 


-Figs. 69(A) 


substrate . 


106, line 17 (on layers 


and 69 (B) 




2072, 2074) 






-page 106, line 18 to page 


-Figs . 70 and 




107, line 2 (member 3010) 


71 




-page 107, line 3 to page 


-Fig. 72 




107, line 11 (members 3030 






and 3032) 






-page 107, line 12 to page 


-Fig. 73 




107, line 21 (member 3050 






and 3052) 




Claim 23 


SUBJECT MATTER 


SPECIFICATION 


DRAWINGS 








23. A portable card 


-page 97, line 9 to page 98, 


-Figs. 60(A) 


adapted to be used in a 


line 13 (card 980) 


to 62 


card processing system 


-page 98, line 14 to page 


-Figs. 63(A) 


having a data processing 


99, line 3 (card 1020) 


and 63 (B) 


station comprising: 


-page 99, lines 6 to 17 


-Figs. 63(C) 




(card 1060) 


and 63 (D) 




-page 99, line 18 to page 


-Figs. 64(A) 




100, line 14 (card 1080) 


to 64 (C) 




-page 100, line 15 to page 


-Figs. 65(A) 




104, line 4 (card 2000) 


to 66 (I) 




-page 104, line 15 to page 


-Figs. 67(A) 




105, line 15 (card) 


to 67(C) 




-page 105, line 16 to page 


-Figs. 68(A) 




106, line 2 (card 2058) 


to 68(C) 




-page 106, line 3 to page 


-Figs. 69(A) 




106, line 17 (card 2070) 


and 69 (B) 




-page 106, line 18 to page 


-Figs. 70 and 




107, line 2 (card 3000) 


71 




-page 107, line 3 to page 


-Fig. 72 




107, line 11 (card 3020) 






-page 107, line 12 to page 


-Fig. 73 




107, line 21 (card 3040) 




a substrate having a 


-page 97, line 9 to page 98, 


-Figs. 60(A) 


substantially planar and 


line 13 (substrate 982) 


to 62 


generally rectangular 


-page 98, line 14 to page 


-Figs. 63(A) 


shape ; and 


99, line 3 (substrate 1026) 


and 63 (B) 




-page 99, lines 6 to 17 


-Figs. 63(C) 




(substrate 1064) 


and 63 (D) 




-page 99, line 18 to page 


-Figs. 64(A) 




100, line 14 (substrate 


to 64 (C) 




1084) 
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-page 100, line 15 to page 


-Figs. 65(A) 




104, line 4 (substrate 2002) 


to 66(1) 




-page 104, line 15 to page 


-Figs . 67 (A) 




105, line 15 (substrate 


to 67 (C) 




layers 2042,2044) 






-page 105, line 16 to page 


-Figs . 68 (A) 




106, line 2 (substrate 


to 68(C) 




layers 2062,2066,2064,2068) 






-page 106, line 3 to page 


-Figs. 69(A) 




106, line 17 (substrate 


and 69(B) 




layers 2072, 2074) 






-page 106, line 18 to page 


-Figs. 70 and 




107, line 2 (substrate 3004) 


71 




-page 107, line 3 to page 


-Fig. 72 




107, line 11 (substrate 






3024) 






-page 107, line 12 to page 


-Fig. 73 




107, line 21 (substrate 






3042) 




at least one removable 


-page 97, line 9 to page 98, 


-Figs. 60(A) 


and reinsertable 


line 13 (member 986) 


to 62 


accessible embedded 


-page 98, line 14 to page 


-Figs . 63 (A) 


storage member having at 


99, line 3 (members 1030, 


and 63 (B) 


least one layer of storage 


1032 and 1034) 




material for storing 


-page 99, lines 6 to 17 


-Figs . 63 (C) 


information enclosed by 


(members 1066, 1068 and 


and 63 (D) 


said substrate, said 


1070) 




storage member and said 


-page 99, line 18 to page 


-Figs . 64 (A) 


substrate being adapted to 


100, line 14 (member 1088) 


to 64 (C) 


be transported relative to 


-page 100, line 15 to page 


-Figs . 65 (A) 


each other to remove and 


104, line 4 (member 2004) 


to 66(1) 


expose at least a portion 


-page 104, line 15 to page 


-Figs . 67 (A) 


of said storage member to 


105, line 15 (on layers 


to 67(C) 


facilitate processing of 


2042,2044) 




stored information by a 


-page 105, line 16 to page 


-Figs . 68 (A) 


data processing station 


106, line 2 (on layers 


to 68(C) 


and for embedment of said 


2062, 2066, 2064, 2068) 




storage member within said 


-page 106, line 3 to page 


-Figs. 69(A) 


substrate . 


106, line 17 (on layers 


and 69(B) 




2072, 2074) 






-page 106, line 18 to page 


-Figs. 70 and 




107, line 2 (memJDer 3010; 


7 1 




-page 107, line 3 to page 


-Fig. 72 




107, line 11 (members 3030 






and 3032) 






-page 107, line 12 to page 


-Fig. 73 




107, line 21 (member 3050 






and 3052) 





Claim 66 



SUBJECT MATTER 


SPECIFICATION 


DRAWINGS 








66. A data storage 
device comprising 


-page 97, line 9 to page 98, 
line 13 (card 980) 
-page 98, line 14 to page 
99, line 3 (card 1020) 
-page 99, lines 6 to 17 
(card 1060) 

-page 99, line 18 to page 


-Figs. 60(A) 
to 62 

-Figs. 63(A) 
and 63 (B) 
-Figs. 63(C) 
and 63 (D) 
-Figs. 64(A) 
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100, line 14 (card 1080) 


to 64 (C) ' 




-page 100, line 15 to page 


-Figs. 65(A) 




104, line 4 (card 2000) 


to 66(1) 




-page 104, line 15 to page 


-Figs. 67(A) 




105, line 15 (card) 


to 67(C) 




-page 105, line 16 to page 


-Figs . 68 (A) 




106, line 2 (card 2058) 


to 68 (C) 




-page 106, line 3 to page 


-Figs. 69(A) 




106, line 17 (card 2070) 


and 69(B) 




-page 106, line 18 to page 


-Figs. 70 and 




107, line 2 (card 3000) 


71 




-page 107, line 3 to page 


-Fig. 72 




107, line 11 (card 3020) 






-page 107, line 12 to page 


-Fig. 73 




107, line 21 (card 3040) 




a substrate; and 


-page 97, line 9 to page 98, 


-Figs. 60(A) 




line 13 (substrate 982) 


to 62 




-page 98, line 14 to page 


-Figs. 63(A) 




99, line 3 (substrate 1026) 


and 63 (B) 




-page 99, lines 6 to 17 


-Figs. 63(C) 




(substrate 1064) 


and 63 (D) 




-page 99, line 18 to page 


-Figs . 64 (A) 




100, line 14 (substrate 


to 64 (C) 




1084) 






-page 100, line 15 to page 


-Figs. 65(A) 




104, line 4 (substrate 2002) 


to 66(1) 




-page 104, line 15 to page 


-Figs . 67 (A) 




105, line 15 (substrate 


to 67(C) 




layers 2042,2044) 






-page 105, line 16 to page 


-Figs . 68 (A) 




106, line 2 (substrate 


to 68(C) 




layers 2062,2066,2064,2068) 






-page 106, line 3 to page 


-Figs. 69(A) 




106, line 17 (substrate 


and 69 (B) 




layers 2072, 2074) 






-page 106, line 18 to page 


-Figs. 70 and 




107, line 2 (substrate 3004) 


71 




-page 107, line 3 to page 


-Fig. 72 




107, line 11 (substrate 






3024 ) 






-page 107, line 12 to page 


-Fig. 73 




107, line 21 (substrate 






3042) 




an accessible embedded 


-page 97, line 9 to page 98, 


-Figs. 60(A) 


storage member having a 


line 13 (member 986) 


to 62 


predetermined shape, said 


-page 98, line 14 to page 


-Figs . 63 (A) 


storage member having at 


99, line 3 (members 1030, 


and 63 (B) 


least one layer of storage 


1032 and 1034) 




material for storing 


-page 99, lines 6 to 17 


-Figs . 63 (C) 


information enclosed by 


(members 1066, 1068 and 


and 63 (D) 


said substrate , said 


1070) 




storage member and said 


-page 99, line 18 to page 


-Figs . 64 (A) 


substrate being adapted to 


100, line 14 (member 1088) 


to 64 (C) 


be transported relative to 


-page 100, line 15 to page 


-Figs . 65 (A) 


each other to expose at 


104, line 4 (member 2004) 


to 66(1) 


least a portion of said 


-page 104, line 15 to page 


-Figs. 67(A) 


storage member to 


105, line 15 (on layers 


to 67 (C) 


facilitate processing of 


2042 ,2044) 




stored information . 


-page 105, line 16 to page 


-Figs. 68(A) 




106, line 2 (on layers 


to 68 (C) 




2062,2066,2064,2068) 
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-page 106, line 3 to page 


-Figs. 69(A) 




106, line 17 (on layers 


and 69(B) 




2072, 2074) 






-page 106, line 18 to page 


-Figs. 70 and 




lu / , j.ine z ^rneniDeir juiu; 


/ X 




-page 107, line 3 to page 


-Fig. 72 




107, line 11 (members 3030 






and 3032) 






-page 107, line 12 to page 


-Fig. 73 




107, line 21 (member 3050 






and 3052) 





Claim 73 







JJ W J. £SI o O 








73. A magnetically 


-page 97, line 9 to page 98, 


-Figs . 60 (A) 


encoded card comprising 


line IJ (cara yoO) 


to DZ 




-page 98, line 14 to page 


-t igs . d3 ^a) 




yy, line j ^carci lu^uj 


ana Id) 




-page 99, lines 6 to 17 


-Figs . 63(C) 




/ — ^ ^ J Trt^A\ 

(card 1060; 


and bi iU) 




-page 99, line 18 to page 


-Figs . 64 (A) 




100, line 14 vcara lUou; 


CO d4 (L.) 




-page 100, line 15 to page 


-Figs . 65 (A) 




104, line 4 (card 2000) 


to 66 (I) 




-page 104, line 15 to page 


-r igS . b / I A) 




105, line 15 (card) 


to 67 (C) 




-page 105, line 16 to page 


-r igs . bo 




1 rt ^ n -J — ^ rt / _ — — — ^ rt rt 1" rt \ 

106, line 2 (card 2058) 


to 68 (C) 




-page 106, line 3 to page 


-r igs . by (A; 




105, line 1/ (card ^u/u) 


ana b y vrj; 




-page 106, line 18 to page 


-Figs . 70 and 




107, line 2 (card 3000) 


71 




-page 107, line 3 to page 


- r ig . / Z 




107, line 11 (card 3020) 






-page 107, line 12 to page 


- r ig . / 6 




±\j / f line zi tcard ou4U; 




a suDStrace navmy a. 


pa.ye / , IXIlfc; -7 CO pdyc -?0, 




predetermined shape; and 


line 13 (substrate 982) 


to 62 




-page 98, line 14 to page 


-Figs. 63(A) 




99, line 3 (substrate 1026) 


and 63 (B) 




-page 99, lines 6 to 17 


-Figs. 63(C) 




(substrate 1064) 


and 63 (D) 




-page 99, line 18 to page 


-Figs. 64(A) 




100, line 14 (substrate 


to 64 (C) 




1084) 






-page 100, line 15 to page 


-Figs. 65(A) 




104, line 4 (substrate 2002) 


to 66(1) 




-page 104, line 15 to page 


-Figs. 67(A) 




105, line 15 (substrate 


to 67 (C) 




layers 2042,2044) 






-page 105, line 16 to page 


-Figs. 68(A) 




106, line 2 (substrate 


to 68 (C) 




layers 2062,2066,2064,2068) 






-page 106, line 3 to page 


-Figs. 69(A) 




106, line 17 (substrate 


and 69 (B) 




layers 2072, 2074) 






-page 106, line 18 to page 


-Figs. 70 and 




107, line 2 (substrate 3004) 


71 
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-page 107, line 3 to page 


-Fig, 72 




lu/, line 11 ^suDScrace 






3 024 ) 






-page 107, line 12 to page 


- r ig . / J 




107, line 21 (substrate 






3042 ) 




an accessible embedded 


-page 97, line 9 to page 98, 


-Figs. 60(A) 


storage member having at 


line 13 (member 986) 


to 62 


least one layer of 


-page 98, line 14 to page 


-Figs . 63 (A) 


magnetic recording 


99, line 3 (members 1030, 


and 63 (B) 


material for storing 


1032 and 1034) 




information enclosed by 


-page 99, lines 6 to 17 


-Figs . 63 (C) 


said substrate, said 


(members 1066, 1068 and 


and 63 (D) 


storage member and said 


1070) 




substrate being adapted to 


-page 99, line 18 to page 


-Figs . 64 (A) 


be transported relative to 


100, line 14 (member 1088) 


to 64 (C) 


each other to expose at 


-page 100, line 15 to page 


-Figs. 65(A) 


least a portion of said 


104, line 4 (member 2004) 


to 66(1) 


storage member to 


-page 104, line 15 to page 


-Figs. 67(A) 


facilitate processing of 


105, line 15 (on layers 


to 67(C) 


stored information by a 


2042 ,2044) 




transducer and for 


-page 105, line 16 to page 


-Figs . 68 (A) 


embedment of said storage 


106, line 2 (on layers 


to 68 (C) 


member within said 


2062, 2066, 2064, 2068) 




substrate . 


-page 106, line 3 to page 


-Figs. 69(A) 




106, line 17 (on layers 


and 69 (B) 




2072, 2074) 






-page 106, line 18 to page 


-Figs. 70 and 




107, line 2 imemoer joiu; 


/ 1 




-page 107, line 3 to page 


-Fig. 72 




107, line 11 (members 3030 






and 3032) 






-page 107, line 12 to page 


-Fig. 73 




107, line 21 (member 3050 






and 3 052) 





VI. GROUNDS FOR REJECTION TO BE REVIEWED ON APPEAL 

The following rejections are presented to the Board of 
Appeals for decision: 

1) Claims 1-2, 6-18; 23-40 and 66-74 are rejected as 
unpatentable under 35 U.S.C. 103(a) over U.S. Patent No. 
5,288,942 (hereinafter "Godfrey"); 

2) Claim 3 is rejected as unpatentable under 35 U.S.C. 
103(a) over Godfrey in view of U.S. Published Patent 
Application No. US2001/00052543 (hereinafter "Liu"); and 

3) Claims 4-5 are rejected as unpatentable under 35 
U.S.C. 103(a) over Godfrey in view of U.S. Patent No. 
6,184,788 (hereinafter "Middlemiss" ) . 
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VII. ARGUMENTS 



1) Claims 1-2, 6-18, 23-40, 66-74 are patentable under 35 
U.S.C. 103 (a) over Godfrey because Godfrey is not directed to 
a "portable card" including a ''storage member'' 

The claimed invention is cleary directed to a credit 
card- type "portable card" including a card- like "substrate" 
housing a "storage member" for storing information. An 
exemplary portable card is disclosed in Applicants' Fig. 
60(A) (reproduced below for reference with corresponding text 
from page 97 of Applicants' specification) : 




The embodiment of a portable card 980 illustrated in Figs, 
60(A), 60 (B) and 60 (C) has a substrate 982 formed of a 
predetermined shape, e.g. rectangular, square, circular or the 
like . The predetermined shape of the preferred embodiment 
illustrated in Figs. 60(A), 60 (B) and 60 (C) is that of a 
credit card. (Page 97, lines 9-14.) 

Each of independent Claims 1, 6, 15, 23, and 66 recite 
that the "portable card" includes a "storage member having at 
least one layer of storage material for storing information", 

ULT-OOl-lP 13 
Ser. No. 09/502,812 



with Claim 73 similarly reciting a "storage member having at 
least one layer of magnetic recording material for storing 
information" . Each independent claim also recites that the 
"storage member" is housed in the "substrate" such that "said 
storage member storage member and said substrate being 
adapted to be transported relative to each other to ... 
expose at least a portion of said storage member to ... 
facilitate processing of stored information" . This process 
is depicted, for example, in Fig. 62 and described on page 98 
(both reproduced below for reference: 







1 

-L 










Fig. 62 illustrates pictorially the embodiment of the 

portable card illustrated in Fig. 60(A) wherein the accessible 

embedded storage member 986, in the from of an single elongated 

strip member, and the substrate 982 have been transported 

relative to each other to expose at least a portion the storage 

member including the at least one layer of storage material for 

storing information to facilitate processing of stored 

information. (Page 98, lines 6-13.) 
Note that some of the embodiments (e.g., see Figs. 67(A) to 
69(C)) vary somewhat from the strip member of Fig. 62. 
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In contrast to the credit card-type "portable card" 
recited in independent Claims 1, 6, 15, 23, 66, and 73, 
Godfrey is clearly directed to a credit card holder that 
includes a "keeper" held between outer covers that form a 
pocket for receiving a credit card: 




Fig. 2 



Godfrey, column 3, lines 4-25 
The t^si mftdfi far carrying m\ the inYcntion is a 

cardholder for two credit cards. In FIG. 2, part 1 is the 5 
keeper, a first embodiment of said keeper bcmg a com- 
posite sheet 0.1 nam thick with a smooth, low friction 
surface finish. The sheet composition is a fine powder of 
magnetically soft iron, a polymer such as pvc or poly- 
ethylene and a suitable binder, making a material of 10 
high resistivity. The soft iron powder content is as high 
as possible consistent with the requirements of mechani- 
cal strength and smooth surface finish of the sheet. 

The sheet is homogeneous but an alternative would 
be a polymer substrate coated on both sides with the 15 
ferrogmagnetic material in a suitable bmder. The tech- 
nology for fabrication of this 'type of sheet is well 
known, for example in the manufacture of recording 
tape and computer floppy discs (which, incidentally, 
use magnetically hard material). 20 

The outer covers (parts) 2 and 3 are covers made of 
0.05 mm thick transparent pvc and may be attached by 
glueing> welding, stitching or whatever is best suited to 
the method of manufacture. (Note that known card- 
holders consist of parts 2 and 3 only). 25 




Fig. 3 
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In rejecting Claim 1 over Godfrey, the Examiner argues: 

Re claim 1, Godfrey teaches a portable card comprising a substrate having a 

predetermined shape; and an accessible embedded storage member having at least one layer of 

storage material for storing information enclosed by the substrate, the storage member and the 

substrate being adapted to be transported relative to each other to expose at least a portion of the 

storage member to facilitate processing of stored information and for embedment of the storage 

member with the substrate (FIG. 3, abstract, and col 1, lines 5+). 

Godfrey's Fig. 3 is reproduced above, and Godfrey's abstract 
and Col 1, lines 5-12 are copied below for reference: 

[57] ABSTRACT 

In the technical field of known cardholders for devices Godfrey, column 1, lines 5-12 
such as cards with magnetic strines nn which w encndpd TECHNICAL FIELD 

information and or data in the form of patterns of mag- 
netism, the known cardholders offer no method of In the technicfll field nf hnlders for devices on which 
•keeping* (in magnetism terminology) the magnetic pat- information and/or data is encoded in the form of pat- 
terns. The present inv^ntjpn |§ fffr^mgtcrificd incflf tems of magnetism, the present invention concerns a 
TK)ratmff mt9 t^f mmim. HttMH.in iUfi fftnn flf method of 'keeping' (in magnetism terminology) the 
sheft§ 9f m^RnCtlgallY m fcrrfiTnagnCilC matrnal with maimetic oattcms The term 'oattems* includes anv 
high resistance. The benefit of the invention is obtained magnetic panems. 1 ne term patierns mciuaes any 
when devices are placed with the reading surface of arrangement of magnetism such as regular or irregular 
their magnetized stripes in close contact with the sur- lines, dots, waves, areas of magnetism, areas of reversed 
face of the ferromagnetic material which, making use of polarity and unmagnetised areas, 
known properties of the material, then acts as keeper of 
the magnetic patterns. 

Applicant respectfully traverses the Examiner's 
characterization of Godfrey as teaching a "portable card" , 
and as including a "storage member ...for storing 
information". As underlined by Applicant's attorney in 
Godfrey's Abstract and Technical Field above, Godfrey's 
"keeper" is a clearly a sheet of magnetically soft 
f erromagentic material with high resistance whose purpose of 
is not to store information, but to prevent loss of 
information from, e.g., credit cards that are stored in the 
credit card holder (see, for example, column 1, lines 25-35, 
and column 2, lines 17-24, both reproduced below for 
reference) : 
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Godfre y, column 1, lines 25-35 ^ n ^ t* ^r, 

— 7Z — — . ^ ^ 7 — n< Godfrey, column 2, lines 17-24 

Possibly not so well known is the fact that the mag- 25 

netic patterns are subject to gradual degradation due to ^n. u r* r *u • ^k-:«-^ 

the natural thermal activity and slowing down of the Jbe benefit of the invention is obtamed when de- 

magnetic spin of the molecules of the magnetised mate- Y^ffCT, ^ ^^^y "^^^ed mto the card- 

rial. ^n.h H.ar«H.Hnn ..n r^n..d hv th. of t lQldgfg W^t^ tt^g ^^t^R ^^rfaccs of their ma ffietized 

^keepers' to establish low reluctance paths to enable the 30 comiionents m close contact with the surfaces of the 
magnetic lines of force to complete their natural cir- keepers. To avoid physical damage to the magnetized 

cuits . To achieve this result a keeper should be in close components, the keepers having a smooth, low friction 

contact with the face of the device from which lines of and/or lubricated surface finish, 

magnetism, emanate, i.e. the face from which the en- 
coded information is read. 35 

Because the "keeper" does not store information, Applicants 
contend that Godfrey's credit card holder is no more a 
"portable card" than a purse is a credit card or a golf bag 
is a golf club. As such, Godfrey fails to anticipate the 
"portable card" of independent Claim 1 because Godfrey fails 
to teach or suggest the "storage member" recited in Claim 1. 
Further, it would not have been obvious to replace the 
Godfrey's keeper with a "storage member" because to do so 
would defeat the entire purpose of Godfrey's stated 
invention. For at least these reasons, it would not have 
been obvious to modify Godfrey to produce the "portable card" 
recited in Claim 1 . 

As set forth above, each independent Claims 6, 15, 23, 
66, and 73 recites "portable card" having a "substrate" and a 
"storage member", and as such are distinguished over Godfrey 
for at least the reasons set forth above with reference to 
Claim 1. 

Claim 2 is dependent from Claim 1, Claims 7-14 are 
dependent from Claim 6, Claims 16-18 are dependent from Claim 
15, Claims 24-40 are dependent from Claim 23, Claims 67-72 
are dependent from Claim 66, and Claim 74 is dependent from 
Claim 73. Accordingly, these dependent claims are 
distinguished over the cited prior art for at least the 
reasons provided above with reference to Claim 1. 
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2) Claim 3 is patentable under 35 U.S.C. 103(a) over 
Godfrey in view of Liu 

Claim 3 is dependent from Claim 1, and is therefore 
distinguished over Godfrey for at least the reasons provided 
above. Liu is directed to a magnetic cardreader system, and 
is cited by the Examiner for teaching "circular storage ' 
members" (Office Action, page 5) . It would not have been 
obvious to combine the teachings of Godfrey and Liu to 
produce the ''portable card" of Claim 1 because, as set forth 
above, Godfrey's keeper is not a "storage member", and 
replacing Godfrey's keeper with the "circular storage member" 
taught by Liu would defeat the purpose of Godfrey's 
invention. Therefore, the rejection of Claim 3 over Godfrey 
and Liu is improper and should be withdrawn. 

3) Claims 4 and 5 is patentable under 35 U.S.C. 103(a) over 
Godfrey in view of Middlemiss 

Claim 4 and 5 are also dependent from Claim 1, and are 
therefore distinguished over Godfrey for at least the reasons 
provided above. Middlemiss is directed to an. elelctronic 
missing card alert case, and is cited by the Examiner for 
teaching "clamshell type cardholder" (Office Action, page 6, 
second paragraph) . It would have been neither possible nor 
obvious to combine the teachings of Godfrey and Middlemiss to 
produce the "portable card" of Claim 1 because, as set forth 
above, neither Godfrey nor Middlemiss are directed to 
portable cards including "storage members", and modifying 
Godfrey's holder with the "clamshell type cardholder" taught 
by Middlemiss would not overcome this deficiency. Therefore, 
the rejection of Claims 4 and 5 over Godfrey and Middlemiss 
is improper and should be withdrawn. 
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For the foregoing reasons, it is submitted that the 
Examiner's rejections of Claims 1-18, 23-40, 66-74 are 
erroneous, and reversal of these rejections is respectfully 
requested. 



I hereby certify that this correspondence is being 
deposited with the United States Postal Services as 
First Class Mail in an envelope addressed to: Mail 
Stop Appeal Brief - Patents Commissioner for Patents 
P.O. Box 1450 Alexandria, VA 22313-1450, on May 16, 

2005. yf 



Respectfully submitted. 




Patrick T. Bever 
Attorney for Appellant 
Reg. No. 33,834 
(408) 451-5902 




Attorney for Appellant 




Date of Signature 
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VIII. CLAIMS APPENDIX 



1. (Previously Presented) A portable card comprising: 
a substrate having a predetermined shape; and 

an accessible embedded storage member having at least 
one layer of storage material for storing information 
enclosed by said substrate, said storage member and said 
substrate being adapted to be transported relative to each 
other to expose at least a portion of said storage member to 
facilitate processing of stored information and for embedment 
of said storage member within said substrate. 

2. (Original) The portable card of claim 1 wherein said 
storage member is in the form of an elongated strip member. 

3. (Original) The portable card of claim 1 wherein said 
storage member is in the form of a circular member . 

4. (Original) The portable card of claim 1 wherein said 
substrate has first layer and a second layer each having an 
obverse side and a converse side operatively coupled to each 
other with the obverse side of said first layer positioned in 
an opposed relationship from the converse side of said second 
layer enabling at least a portion of said first layer to be 
moveable relative to said second layer and wherein a storage 
member is located on at least one of the obverse side of said 
first layer and converse side of said second layer. 

5. (Original) The portable card of claim 4 wherein first 
layer and a second layer are pivotally mounted relative to 
each other enabling movement in a first direction exposing at 
least a portion of at least one of the storage member located 
on the obverse side of said first layer and the storage 
member located on the converse side of said second layer to 
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facilitate processing of stored information and enabling 
movement in a direction opposite to said first direction to 
embed said at least one storage member within said substrate. 

6. (Previously Presented) A portable card adapted to 
interact with a data processing station when the portable 
card and a the data processing station are moved relative to 
each other, comprising: 

a substrate having a predetermined shape; and 
an accessible embedded storage member enclosed within 
said substrate, said accessible storage member having at 
least one layer of storage material for storing information 
in a predetermined format for processing by a data processing 
station, said storage member and said substrate being adapted 
to be transported relative to each other to expose at least a 
portion of said storage member to a data processing station 
to facilitate processing of stored information and for 
embedment of said storage member within said substrate. 

7. (Original) The portable card of claim 6 wherein said 
at least one layer of storage material for storing 
information in a predetermined format is a magnetic medium. 

8. (Original) The portable card of claim 6 wherein said 
at least one layer of storage material for storing 
information in a predetermined format is an optical medium. 

9. (Original) The portable card of claim 6 wherein said 
at least one layer of storage material for storing 
information in a predetermined format is a magneto-optical 
medium. 



ULT-OOl-lP 

Ser. No. 09/502,812 



21 



10. (Previously Presented) The portable card of claim 6 
wherein said at least one layer of storage material for 
storing information in a predetermined format is at least one 
layer of high density, high coercivity magnetic material f or 
storing magnetic signals . 

11. (Previously Presented) The portable card of claim 6 
further comprising : 

an abradeable protective coating formed on said magnetic 
material layer. 

12. (Original) The portable card of claim 6 wherein said 
substrate is moved relative to said data processing station. 

13. (Original) The portable card of claim 6 wherein said 
data processing station is moved relative to said substrate. 

14. (Original) The portable card of claim 6 wherein said 
data processing station and said substrate are moved relative 
to each other. 

15. (Previously Presented) A portable card adapted to be 
used in a card processing system having a data processing 
station comprising: 

a substrate having a predetermined shape; and 
a removable and reinsertable accessible embedded storage 
member having at least one layer of storage material for 
storing information enclosed by said substrate, said storage 
member and said substrate being adapted to be transported 
relative to each other to remove and expose at least a 
portion of said storage member to facilitate processing of 
stored information by a data processing station and for 
embedment of said storage member within said substrate. 
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16. (Original) The portable card of claim 15 wherein 
said storage member has at least one layer of high density, 
high coercivity magnetic material for storing magnetic 
signals . 

17. (Previously Presented) The portable card of claim 16 
wherein said storage member further includes: 

an abradeable protective coating formed on said magnetic 
material layer. 

18- (Original) The portable card of claim 17 wherein 
said at least one magnetic material layer is a thin film 
layer of high density, high coercivity magnetic material 
having a predetermined magnetic field orientation for storing 
data. 

19. (Original) The portable card of claim 17 wherein the 
protective coating has at least one layer which includes a 
magnetically permeable, magnetically saturable material. 

20. (Original) The portable card of claim 17 wherein the 
protective coating has at least two layers wherein one of 
said layers includes a magnetically permeable, magnetically 
saturable material and the other of said layers is a non- 
magnetic friction reducing layer formed on said one of said 
layers . 

21. (Original) The portable card of claim 17 wherein 
said at least one magnetic material layer is formed of a high 
density, high coercivity magnetic material having a 
predetermined magnetic field orientation and wherein said 
protective coating has at least one layer which includes a 
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magnetically permeable, magnetically saturable material and 
wherein said data storage device further includes: 

a non-magnetic material layer positioned between the 
protective coating and said at least one magnetic material 
layer, said magnetically permeable, magnetically saturable 
material being responsive through said non-magnetic layer to 
predetermined magnetic field orientation to produce a 
magnetic image field in a direction opposite to said 
predetermined magnetic field orientation. 

22. (Original) The portable card of claim 17 said at 
least one magnetic material layer is formed of a high 
density, high coercivity magnetic material having a 
predetermined magnetic field orientation and wherein said 
protective coating has at least two layers wherein said one 
of said layers includes a magnetically permeable, 
magnetically saturable material and the other of said layers 
is a non-magnetic abrasion friction reducing layer formed on 
said one of said layers and wherein said data storage device 
further includes : 

a non-magnetic material layer positioned between the 
protective coating and said at least one magnetic material 
layer, said magnetically permeable, magnetically saturable 
material being responsive through said non-magnetic layer to 
predetermined magnetic field orientation to produce a 
magnetic image field in a direction opposite to said 
predetermined magnetic field orientation. 

23. (Previously Presented) A portable card adapted to be 
used in a card processing system having a data processing 
station comprising: 

a substrate having a substantially planar and generally 
rectangular shape; and 
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at least one removable and reinsertable accessible 
embedded storage member having at least one layer of storage 
material for storing information enclosed by said substrate, 
said storage member and said substrate being adapted to be 
transported relative to each other to remove and expose at 
least a portion of said storage member to facilitate 
processing of stored information by a data processing station 
and for embedment of said storage member within said 
substrate . 

24. (Original) The portable card of claim 23 wherein 
said at removable and reinsertable accessible embedded 
storage generally rectangular in shape. 

25. (Original) The portable card of claim 23 wherein 
said at removable and reinsertable accessible embedded 
storage generally circular in shape. 

26. (Original) The portable card of claim 23 wherein 
said substrate encloses at least two removable and 
reinsertable accessible embedded storage members which are 
generally rectangular in shape. 

27. (Previously Presented) The portable card of claim 23 
wherein said substrate encloses at least three removable and 
reinsertable accessible embedded storage members which are 
generally rectangular in shape. 

28. (Original) The portable card of claim 23 wherein 
said substrate has two opposing surfaces and one of said two 
opposing surfaces includes an integrated circuit located 
thereon. 
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29. (Original) The portable card of claim 23 wherein 
said data processing station includes a transducer. 

30. (Original) The portable card of claim 23 wherein 
said at least one layer of storage material is a magnetic 
medium and said transducer is an inductive head. 

31. (Original) The portable card of claim 23 wherein 
said at least one layer storage material is a magnetic medium 
and said transducer is a thin film head. 

32. (Original) The portable card of claim 23 wherein 
said at least one layer storage material is a magnetic- 
optical medium and said transducer is a magnetoresistive 
head. 

33. (Original) The portable card of claim 23 wherein 
said at least one layer storage material is a magnetic medium 
and said transducer is a giant magnetoresistive (GMR) head. 

34. (Previously Presented) The portable card of claim 30 
wherein said at least one layer of magnetic material has a 
predetermined magnetic field orientation that is 
substantially perpendicular to a data processing station. 

35. (Original) The portable card of claim 30 wherein 
said at least one layer of magnetic material has a 
predetermined magnetic field orientation that is 
substantially parallel to a data processing station. 

36. (Original) The portable card of claim 30 wherein 
said at least one layer of magnetic material has a 
predetermined magnetic field orientation that is at an acute 
angle to a data processing station. 
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37. (Original) The portable card of claim 30 wherein 
said magnetic medium is at least one thin film layer of high 
density, high coercivity magnetic material is a sputtered 
layer. 

38. (Original) The portable card of claim 37 wherein 
said magnetic medium is least one thin film layer of high 
density, high coercivity magnetic material is a platted 
layer, 

39. (Original) The portable card of claim 30 wherein 
said at least one thin film layer of high density, high 
coercivity magnetic material is an oxide layer. 

40. (Original) The portable card of claim 31 wherein 
said at least one thin film layer of high density, high 
coercivity magnetic material is a web coated layer. 

41-65 . (Cancelled) 

66. (Previously Presented) A data storage device 
comprising a substrate; and 

an accessible embedded storage member having a 
predetermined shape, said storage member having at least one 
layer of storage material for storing information enclosed by 
said substrate, said storage member and said substrate being 
adapted to be transported relative to each other to expose at 
least a portion of said storage member to facilitate 
processing of stored information. 

67. (Original) The data storage device of claim 66 
wherein said storage member and said substrate are adapted to 
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be transported relative to each other for embedment of said 
storage member within said substrate. 

68. (Original) The data storage device of claim 66 
wherein said storage member includes at least one layer of 
high density, high coercivity magnetic material for storing 
data . 

69. (Previously Presented) The data storage device of 
claim 68 wherein said storage member includes: 

an abradeable protective coating formed on said magnetic 
material layer. 

70. (Original) The data storage device of claim 69 
wherein the magnetic material layer is formed of a 
substantially isotropic material. 

71. (Original) The data storage device of claim 70 
wherein the isotropic material is a magnetic thin film alloy 
including platinum. 

72. (Original) The data storage device of claim 69 
wherein the magnetic material is formed of an anisotropic 
material . 

73. (Previously Presented) A magnetically encoded card 
comprising a substrate having a predetermined shape; and 

an accessible embedded storage member having at least 
one layer of magnetic recording material for storing 
information enclosed by said substrate, said storage member 
and said substrate being adapted to be transported relative 
to each other to expose at least a portion of said storage 
member to facilitate processing of stored information by a 
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transducer and for embedment of said storage member within 
said substrate. 

74. (Previously Presented) The magnetically encoded card 
of claim 73 further comprising: 

a bendable, abradeable protective coating formed on said 
at least one layer of magnetic material . 

75. (Original) The magnetically encoded card of claim 74 
wherein said protective coating includes a magnetically 
permeable, magnetically saturable material as an independent 
layer disposed on said substrate. 

76. (Original) The magnetically encoded card of claim 75 
wherein said protective coating includes a non-magnetic 
friction resisting material as a separate layer disposed on 
said magnetically permeable, magnetically saturable material. 

77-84 . (Cancelled) 
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IX. EVIDENCE APPENDIX 

Not used. 

X. RELATED PROCEEDINGS APPENDIX 

Not used. 
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